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This is in response to the "APPLICATION FOR PATENT TERM 
ADJUSTMENT UNDER 37 C.F.R. 1, 705(b)", filed January 18, 2013. 
Applicant submits that the patent term adjustment to be 
indicated on the patent is a minimum of two thousand, three 
hundred and fifty-seven (2,357) days, not one thousand, one 
hundred and forty-five (1,145) days as calculated by the Office 
as of the mailing of the initial determination of patent term 
adjustment. In addition to timely arguments under 37 CFR 
1.705(b), applicant requests that the initial patent term 
adjustment reflect a calculation under 37 CFR 1.703(b) 
consistent with the decision of the federal district court 
holding in Exelixis^ Inc. v. Kappos, No. l:12cv-96 (E.D. Va . 
November 1, 2012) . 

As the instant application for patent term adjustment requests 
reconsideration of the patent term adjustment as it relates to 
the Office's failure to issue the patent within 3 years of the 
filing date, the application for patent term adjustment under 37 
CFR 1.705(b) is DISMISSED as PREM?^TURE . 

Knowledge of the actual date the patent issues is required to 
calculate the amount, if any, of additional patent term patentee 
is entitled to for Office failure to issue the patent within 3 
years. See § 1.702(b). (This is true even where a request for 
continued examination (RCE) was filed) . The computer will not 
undertake the § 1.702(b) calculation until the actual date of 
issuance of the patent has been determined. Likewise, the 
computer will not calculate any further Office delay under § 
1.702(a)(4) or applicant delay under § 1.704(c) (10) until the 
actual date of issuance of the patent has been determined. As 
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such, the Office can not make a determination on the correctness 
of the patent term adjustment until the patent has issued. 

Requesting reconsideration of the patent term adjustment to be 
indicated on the patent under 37 CFR 1.705(b) based on the 
initial determination of patent term adjustment and a projected 
issuance date of the patent (or even the filing date of the 
request for continued examination) is premature. Accordingly, 
it is appropriate to dismiss as premature such a request. 

Rather than file an application for patent term adjustment under 
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at 
the time, of the mailing of the notice of allowance, applicant is 
advised that they may wait until the time of the issuance of the 
patent and file a request for reconsideration of the patent term 
adjustment pursuant to 37 CFR 1, 705(d). As the USPTO does not 
calculate the amount of time earned pursuant to 37 CFR 1.702(b) 
until the time of the issuance of the patent, the Office will 
consider any request for reconsideration of the patent term 
adjustment due to an error in the calculation of 37 CFR 1.702(b) 
to be timely if the request for reconsideration is filed within 
two months of the issuance of the patent. However, as to all 
other bases for contesting the initial determination of patent 
term adjustment received with the notice of allowance, applicant 
must timely file an application for patent term adjustment prior 
to the payment of the issue fee"^. 

It is noted that any period of adjustment will be entered in 
light of 35 U.S.C. 154(B) GUARANTEE OF NO MORE THAN 3-YEAR 
APPLICATION PENDENCY, which provides that: 

Subject to the limitations under paragraph (2), if the 
issue of an original patent is delayed due to the failure 
of the United States Patent and Trademark Office to issue a 



^ For example, if applicant disputes both the calculation of patent term 
adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office 
action or notice of allowance not later than fourteen months after the date 
on which the application was filed and under 37 CFR 1.702(b) for Office 
failure to issue a patent within three years of the actual filing date of the 
application, then applicant must still timely file an application for patent 
term adjustment prior to the payment of the issue fee to contest the . 
calculation of Office delay in issuing a first Office action or notice of 
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to 
the calculation of the §1, 702(a)(1) period raised on request for 
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be 
dismissed as untimely filed. 
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patent within 3 years after the actual filing date of the 
application in the United States, not including — 

(i) any time consumed by continued examination of the 
application requested by the applicant under section 
132 (b) ; 

It is further noted that a Request for Continued Examination 
(RCE) was filed in this application on December 30, 2008. 

To the extent that applicants otherwise requests reconsideration 
of the patent term adjustment at the time of the mailing of the 
notice of allowance, the application for patent term adjustment 
is GRANTED to the extent indicated herein . 

The Office has updated the PALM an^d PAIR screens to reflect that 
the Patent Term Adjustment (PTA) determination at the time of 
the mailing of the Notice of Allowance is seven hundred and 
eighty-two days (782) days. A copy of the updated PALM screen, 
showing the corrected determination, is enclosed. 

On October 18, 2012, the Office mailed the Determination of 
Patent Term Adjustment , under 35 U.S.C. 154(b) in the above- • 
identified application. The Notice stated that the patent term 
adjustment is 1,145 days. On January 18, 2013, applicants 
submitted the instant petition. 

Petitioner asserts that the adjustment to the patent term of 265 
days for the mailing of a Miscellaneous Communication on October 
5, 2007, is incorrect. Petitioner's argument is well-taken. A 
review of the application file history did not reveal a reply 
under 35 U.S.C. 132 or appeal taken under 35 U.S.C. 134 that 
would have triggered the four month period set forth under 37 
CFR 1.702(2) and 37 CFR 1.703(a) (2). The period of adjustment 
of 265 days is being removed accordingly. 

Petitioner asserts that the adjustment to the patent term of 613 
days should be entered for the mailing of a non-final Office 
action on September 17, 2008, four months and 613 days after 
Request for Pre-Appeal Conference and Notice of Appeal was filed 
on September 13, 2006. A Notice of Allowance was mailed April 
15, 2008, for which a period of adjustment if 41 days was 
entered. The period of adjustment of 41 days is being removed. 
A period of 458 days is being entered under 37 CFR 1.703(a) (3) 
which began on the day after the date that is four months after 
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the reply in compliance with 37 CFR 1.113(c) was filed, January 
14, 2007, ending on the date of the mailing of an action under 
36 U.S.C, 132, April 15, 2008 . It is noted that petitioner 
asserts that this period of adjustment should extend to 
September 17, 2008, the date the non-final Office action was 
mailed. Petitioner makes this assertion based on the fact that 
the Notice of Allowance mailed April 15, 2008, was withdrawn. 
It is undisputed that the Office mailed a Notice of Allowance on 
April 15, 2008. The subsequent mailing of another Office action 
under 35 U.S.C. 132 does not alter the date used in calculation 
of the period of adjustment. Pursuant to 35 U.S.C. 
154(b) (1) (A) (ii), applicants are only entitled to day-to-day 
restoration of term lost as a result of delay created by the 
Office, after four months from the filing of the reply under 37 
CFR 1.111 or appeal taken. The fact that the Office later 
withdrew the Office action does not negate the fact that the 
Office took action within the meaning of 37 CFR 1.702(a) (2) on 
April 15, 2008. Further, the examiner does not have the 
authority to vacate, rescind, or withdraw an Office action. 
Unless vacated by the Technology Center Director, for purposes 
of calculating patent term adjustment, the action originally 
mailed by the examiner on April 15, 2008, will be used to 
calculate the amount of Office delay, if any, due to the 
examination delay pursuant to 37 CFR 1.702(a) (2) and 37 CFR 
1.703(a) (3). See Changes to Implement Patent Term Adjustment 
under Twenty-Year Patent Term; Final Rule, 65 Fed. Reg. 54366 
(September 18, 2000) . The period of adjustment of 41 days is 
being removed, A period of 458 days is being entered under 37 
CFR 1.703(a) (3) which began on the day after the date that is 
four months after the reply in compliance with 37 CFR 1.113(c) 
was filed, January 14, 2007, ending on the date of the mailing 
of an action under 36 U.S.C. 132, April 15, 2008 . 

Pursuant to 37 CFR 1.704(c) (8), a period of reduction to the 
patent term adjustiaent of 3 days will be entered for the filing 
of a Notice of Appeal on December 12, 2008, three days after the 
initial reply was filed on December 9, 2008. 

Likewise, pursuant to 37 CFR 1.704(c) (8), a period of reduction 
to the patent term adjustment of 18 days will be entered for the 
filing of a Request for Continued Examination on December 30, 
2008, three days after the initial reply was filed on December 
12, 2008. 
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Petitioner further maintains that the adjustment to the patent 
terms of 83 days associated with the mailing of a non-final 
Office action on July 1, 2009, is incorrect. Petitioner's 
argument is well-taken. The period of adjustment under 37 CFR 
1.702(a) (2) is corrected to 62 days. 

The period of reduction to the patent term adjustment of 58 days 
the filing of an Information Disclosure Statement on August 6, 
2010, is being removed as the paper was field during the appeal 
period . 

Pursuant to 37 CFR 1.704(c) (8) , a period of reduction of 15 days 
is being entered for the filing of a supplemental paper on 
September 27, 2011. 

As petitioner asserts, pursuant to 37 CFR 1.702(e), the period 
of adjustment is 438 days^ beginning on the date on which the 
reply brief was filed December 13, 2010, and ending on the date 
of the final decision by the Patent Trial and Appeal Board was 
mailed, February 24, 2012. The period of adjustment to the "C 
^Melay of 743 is being removed and a period of 438 is being 
entered. Petitioner should note that any deductions to the "B" 
delay for the successful appeal period will be calculated in the 
revised determination of patent term adjustment at issuance. 

It is also noted that the periods of ''A'' and "C" Office delay 
overlap between December 13, 2010, through July 12, 2011, The 
patent term adjustment will be reduced by an additional 211 days 
to account for this overlapping period, accordingly. 

The initial patent term adjustment is 782 days with 817 days of 
Office "A" delay (19 +2 + 458 + 62 + 276) + 438 days of "C" 
delay - 262 days of Applicant delay (64+94+66+2+3+18+1 
5) - 211 days of overlap between the "A" and "C" delay. 

The Office acknowledges submission of the $200.00 fee set forth 
in 37 CFR 1.18(e) for consideration of the application for 
patent term adjustment under 37 CFR 1.705(b). 

Any request for reconsideration of the patent term adjustment 
indicated on the patent must be timely filed within 2 months 
after issuance pursuant to 37 CFR 1.705(d) and must include, 
payment of the required fee under 37 CFR 1.18(e). 
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The Office of Data Management has been advised of this decision. 
This application is being referred to the Office of Data 
Management for issuance of the patent. 

Telephone inquiries specific to this decision should be directed 
to the undersigned at (571) 272-3222. 

/Kenya A, McLaughlin/ 



Kenya A. McLaughlin 
Petitions Attorney 
Office of Petitions 
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Correspondence Address Change 






0 




Ux/UO/ AUU/ 


PA.. 


Change in Power of Attorney (May Include Associate POA) 
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AP.C 


ReQuest for Pre-Appeal Conference Filed 
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09/13/ 20UD 


N/AP 


Notice of Appeal Filed 
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Mail Examiner Interview Summary (PTOL - 413) 
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UD/ 13/ ZUUD 


UO/U/2000 HCTNF 


Mail Non-Final Rejection 
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06/12/2006 


CTNF 


Non-Final Rejection 
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VO/ VO/ AUUO 


EXIN 


Examiner Interview Summary Record (PTOL - 413) 
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MEXIN 


Mail Examiner Interview Summary (PTOL - 413) 






0 


65 


nA/ns/ 7nn A 
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MEXIN 


Mail Examiner Interview Summary (PTOL - 413) 






0 




n^/1 A/700A 




Examiner Interview Summary Record (PTOL - 413) 
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Examiner Interview Summary Rerard (PTOL - 413) 
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Examiner Interview Summary Record (PTOL - 413) 
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UA/ A.V/ AUUw 


FWDX 


Date Forwarded to Examiner 
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02/13/2006 


■ 


Appeal Brief Filed 
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Request for Extension of Time - Granted 
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11/30/2005 


MCTAV 


Mail AHuicnru Ai^inn /DTm _ ?n'a\ 

flail Muvisory Mdion .jujj 
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Hovisory Aciion ^ki ui. •au>4 j 
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09/00/2005 N/AP 


Notice of Appeal Filed 
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08/18/ 2005 


FWDX 


Date Forwarded to Examiner 
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Correspondence Address Change 
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PA 


Change in Power of Attorney (May Include Associate POA) 
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Amendment after Final Rejection 
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AC/IR/IAAC U^TED 
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nail rinai Rejection (PTOL jad) 
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Final Rejection 
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DOCK 


Case Docketed to Examiner in GAU 






° 




n'9 #1 / '>Ane 
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IFW TSS Processing by Tech Center Complete 
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Date Forwarded to Examiner 






0 




ni /in/ 7nnE 
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11/13/2004 A... 


Response after Non-Final Action 
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Ul/lo/ aODS 


XT/G 


Request for Extension of Time - Granted 
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Ul/ 10/ aUU9 


WAMD 


Workflow incoming amendment IFW 
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08/13/2UU4 


MCTNF 


Mail Non-Final Rejection 
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CTNF 


Non-Final Rejection 
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U3/ AB/ AUU4 


FWDX 


Date Forwarded to Examiner 






0 




U4/ JU/ AUU4 


AF/D 


Affidavit(s) (Rule 131 or 132) or Exhibit(s) Received 
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U4/.SU/ A004 


C602 


Oath or Declaration Filed (Including Supplemental) 
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04/30/ 2004 


01/27/2004 A... 


Response after Non-Final Action 
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04/30/ 2004 


XT/G 


Request for Extension of Time - Granted 
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04/30/ 2004 


WAMD 


Workflow incoming amendment IFW 
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lU/27/ 20UJ 


MCTNF 


Mail Non-Final Rejection 
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CTNF 


non-rinai tiejection 
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Date Forwarded to Examiner 
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Response after Non-Final Action 
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07/ J 1/ 2003 


XT/G 


Request for Extension of Time - Granted 
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Miscellaneous Incoming Letter 
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MCTNF 


Mail Non-Final Rejection 
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Non-Final Rejection 
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UA/ lU/ AUU.1 


MEXIN 


Mail Examiner Interview Summary (PTOL - 413) 
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02/06/2003 
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Examiner Interview Summary Record (PTOL - 413) 
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Date Forwarded to Examiner 
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11/27/2002 


FWDX 


Date Forwarded to Examiner 
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11/27/2002 


ABN9 


Disposal for a RCE / CPA / R129 
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11/19/2002 


M844 


Information Disclosure Statement (IDS) Filed 
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11/19/2002 


WIDS 


Information Disclosure Statement (IDS) Filed 






0 


22 


11/19/2002 


AMSB 


Amendment Submitted/ Entered with Filing of CPA/ RCE 
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11/19/2002 


ACPA 


Continuing Prosecution Application - Continuation (ACPA) 
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11/19/2002 


XT/G 


Request for Extension of Time - Granted 
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11/19/2002 


BCPA 


Workflow - Request for CPA - Begin 






0 



to: Excel 



